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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 23-
26, all the clains remaining in the present application.
Caim23 is illustrative:

23. A nethod of treating a polychlorinated aromatic

conmpound or a hydrocarbon oil containing a polychlorinated
aromati ¢ conpound conprising the steps of:
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heating and stirring the polychlorinated aronatic
conmpound or hydrocarbon oil containing the polychlorinated
aromati ¢ conpound and

addi ng potassiumtert-butoxide to said
pol ychl ori nated aromati c conpound or hydrocarbon oi
cont ai ni ng said polychlorinated aromati c conpound to conduct a
reaction therewith in the absence of a solvent and at a
tenperature of from 100 to 300EC and renove chlorine from said
pol ychl ori nated aromati ¢ conpound.

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Pet er son 4,532, 028 Jul . 30, 1985
Streck et al. (Streck) 4,776, 947 Cct. 11, 1988

Appel l ants' clainmed invention is directed to a nethod of
treating polychlorinated aronmati c conpounds, PCBs, by reacting
potassiumtert-butoxide with the polychlorinated aronmatic
conmpounds. The reaction renoves chlorine fromthe
pol ychl ori nated aromatic conpound. Also, the reaction is
carried out in the absence of a sol vent.

Appeal ed clains 23-26 stand rejected under 35 U. S. C
8 103 as being unpatentable over Streck in view of Peterson.

We have thoroughly reviewed the respective positions
advanced by appellants and the exam ner. 1In so doing, we
concur with appellants that the applied prior art fails to

establish a prim facie case of obviousness for the clained
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subject matter. Accordingly, we will not sustain the
exam ner's rejection for essentially those reasons expressed
in appel lants' principal and reply briefs on appeal. W add
the following primarily for enphasis.

Streck, the primary reference, discloses a nethod of
treating polychlorinated aromati c conpounds by reacting the
conmpounds with al kali or al kaline earth al cohol ates havi ng 6-

25 carbon atons. Streck specifically teaches the follow ng at

colum 3, lines 36-41:

An inportant criterion for the present
net hod i s that the al cohol ate enpl oyed be
soluble in the hydrocarbon oils under the
gi ven reaction conditions. This solubility
criterion is met by all al cohol ates having
strai ght-chain, branched, or cyclic alkyl
groups with at least 6 carbon atons [enphasis
added] .

Accordingly, it cannot be gainsaid that Streck fails to teach
or suggest the clainmed reactant, potassiumtert-butoxide.

Pet erson, on the other hand, discloses that potassium
tert-butoxide is the nost preferabl e al cohol ate used for
treating polychlorinated aromati c conpounds. However, the
reaction of Peterson is carried out wwth a sul foxide sol vent,
and Peterson expressly discloses that "[t]he extraction rate

of the contam nant fromthe organi c phase by the sul foxide
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solvent is believed to be the rate controlling step for the
process”

(colum 3, lines 26-30). Hence, Peterson provides no teaching
or suggestion that the reaction with potassiumtert-butoxide
can be carried out in the absence of a solvent, as specified

i n the appeal ed cl ai ns.

Accordi ngly, we concur with appellants that the
col l ective teachings of Streck and Peterson to one of ordinary
skill in the art would have been that a solvent is necessary
If the al coholate reactant has 1 to 5 carbon atons, whereas a
solvent is not necessary if the alcoholate has at | east 6
carbon atons. In our view, the cited references provide no
teachi ng or suggestion of reacting potassiumtert-butoxide
wi th polychlorinated aromati ¢ conpounds in the absence of a
sol vent .

I n conclusion, based on the foregoing, the examner's
deci sion rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KI M.I N
Adm ni strative Patent Judge )
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ECK: cl m

CHARLES F. WARREN
Adm ni strative Patent Judge

PAUL LI EBERVAN
Adm ni strative Patent Judge
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